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DECLARATION OF JAROM D. KESLER. ESO. 



I, Jarom D. Kesler, declare as follows: 

1. I am an attorney with the law firm of Knobbe, Martens, Olson and Bear, LLP and have 
been retained by Masimo Corporation ("Masimo") to represent Masimo in prosecution 
matters before the United States Patent and Trademark Office. 

2. I imderstand that the above-identified patent application ("the Application") was filed on 
September 30, 2003 and that it claims priority through several continuation applications 
to U.S. Patent No. 5,632,272, App. Ser. No. 08/320,154, filed October 7, 1994. See, 
Exhibits A and B 

3. I understand that the Application was filed with a copy of the declaration signed by 
Mohamed K. Diab, Massi E. Kiani (formerly Esmaiel Kiani-Azarbayjany), Ibrahim M. 
Elfadel, Rex J. McCarthy, Walter M. Weber, and Robert A. Smith (collectively "the 
originally named inventors") originally filed with the priority application. See, Exhibit 
C. 

4. I understand that on November 23, 1994, the originally named inventors assigned their 
entire right, title, and interest in U.S. Patent No. 5,632,272, App. Ser. No. 08/320,154, 
including all continuations (including the Application) to Masimo Corporation. See, 
Exhibit D. This assignment was recorded with the United States Patent and Trademark 
Office on December 1, 1994. See, Exhibit E. 
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5. During a review of the inventorship of the Application in preparation for responding to 
the Office Action of February 27, 2008, it was discovered that, without any deceptive 
intent on behalf of any party, the listed inventorship was incorrect. According to my 
vmderstanding of the inventorship guidelines of the Patent Office and the courts, Ibrahim 
M. Elfadel, Rex J. McCarthy, and Robert A. Smith are not inventors of the subject matter 
claimed in the Application. 

6. Stephen M. Moran, is the Executive Vice President of Masimo Corporation. Mr. Moran, 
on behalf of Masimo, consented to the deletion of Mr. Elfadel, Mr. McCarthy, and Mr. 
Smith on the Application. See, Exhibit F. 

7. I contacted all of the named inventors to confirm this finding and to obtain the required 
documentation under 37 C.F.R. 1.48(a) to correct the inventorship, including 
Mr. McCarthy and Mr. Elfadel who are not longer employed by Masimo. 

8. I imderstand that Mohammed K. Diab, Massi E. Kiani and Walter M. Weber have 
executed a declaration pursuant to 37 C.F.R. § 1.63 and 37 C.F.R. § 1.48(a)(3) that 
names them as inventors. See, Exhibit G. 

9. I imderstand that Mr. McCarthy and Mr. Smith executed statements stating that the 
inventorship error occurred without deceptive intention on their parts as required by 
37 C.F.R. § 1.48(a)(2). See, Exhibits H and I. 

10. I emailed Mr. Elfadel at his last known email address on August 8, 2008 explaining the 
need to confirm his inventorship activities, if any, related to attached copies of the then 
and currently pending claims of the above referenced application and a statement under 
37 C.F.R. § 1.48(a)(2). See Exhibit J. I subsequently emailed a full copy of the 
Application's specification and drawings to Mr. Elfadel. 

11. After numerous attempts to contact Mr. Elfadel, on August 25, 2008, Mr. Elfadel 
responded to me by stating that he believed that we was a co-inventor of the claims of the 
above referenced application and stated that he would not be able to sign the statement 
under 37 C.F.R. § 1.48(a)(2). See, Exhibit K. 

12. I reviewed the evidence Mr. Elfadel claimed he was relying on for his conclusions and 
sent an email to Mr. Elfadel on August 26, 2008 noting that the evidence was dated after 
the priority filing date of the Application (October 7, 1994). See, Exhibit L. 
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13. I subsequently participated in a telephone conversation on August 26, 2008 with Mr. 
Elfadel. During the conversation, we discussed his basis for opining that he was an 
inventor, including Mr. Elfadel's notebook entries and the priority filing date of October 
7, 1994. During the conversation, Mr. Elfadel agreed that he was not an inventor of the 
above referenced application, 

14. Shortly after the above referenced telephone conversation, Mr. Elfadel sent me an email 
dated August 26, 2008 in which he inquired whether Masimo would be willing to 
withdraw the Application and refile the claims in a continuation case with the correct set 
of inventors. See Exhibit M. 

15. I responded in another telephone conversation on August 26, 2008 to Mr. Elfadel stating 
that Masimo was not willing to refile the Application as a continuation. During this 
conversation, Mr. Elfadel agreed to sign a statement under 37 C.F.R. § 1.48(a)(2). 

16. On August 27, 2008, Mr. Elfadel sent an email to me stating that he had not signed the 
statement under 37 C.F.R. § 1.48(a)(2) and declined to do so in the future. See 
Exhibit N. Specifically, Mr. Elfadel stated that "I think that the discussions we've had 
have generated enough information about inventorship on this particular filing for you to 
proceed in support of the Masimo priority claims without requiring my signature." 
Exhibit N. I understand this to mean that Mr. Elfadel is not willing to sign a statement 
under 37 C.F.R. § 1.48(a)(2). The redacted portions of Exhibit N do not discuss 
Mr. Elfadel's standing as an inventor or his willingness to sign a statement under 37 
C.F.R. § 1.48(a)(2). 

17. Mr. Elfadel has not respond to subsequent telephone calls or emails directed to him. 
/// 

/// 
/// 
/// 
/// 
/// 
/// 
/// 
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18. I declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of 
the United States codes and that such willful, false statements may jeopardize the validity 
of the application or patent issuing therefrom. 



Dated: August 27. 2008 
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UTILITY APPLICATION 


Aw».-n».> nn/>lrat Wn ■ MASIMO 7CP1C10 

Attorney uocKei iNo.. iwMQimvi/.i\»r ivnw ^ 
First Named Inventor: Mohamed K. Diab - 
Title: SIGNAL PROCESSING APPARATUS 
Express Mall Label No.: EV 309081265 US 


Direct all correspondence to Customer no.: Date: ^.epiemperou ..uo 

Paqe 2 ot 2 

20995 ' 



o I 
no = 



FEE CALCULATION 




FEE TYPE 




FEE CODE 


CALCULATION 


TOTAL 


Basic Utility 




1001 


($750) 




$750 


Non-English Spec. 




1053 


(S130) 




$0 


Recordation Fee 




8021 


($40) 


0 X 40 = 


$0 


Excess Claims > 20 


41 - 


20 = 21 


1202 


($18) 


21 X 18 = 


$378 


Independent > 3 


4 - 


3 = 1 


1201 


($84) 


1 X 84 = 


$84 


Multiple Claim 




1203 


($280) 




$0 








TOTAL FEE DUE 


. $1,212 



ENCLOSED APPLICATION ELEMENTS: 

(X) Specification in 102 pages 

(X) Appendix A trough Appendix C in 21 pages 

(X) Drawings in 37 sheets. 

(X) Originally signed Declaration by Inventors from parent case In 3 pages 
(X) Information Disclosure Statement in 2 pages 

(X) PTO Form 1449 in 6 pages listing 133 references none of which are being submitted 
herewith 

(X) A check in the amount of $1 ,212 to over the Total Fee Due 
(X) Return prepaid postcard. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required, now or in the future, or credit any overpayment to Account No. 1 1-1410. 




rover 

Regis tration No. 42.610 _ 
Attorney of Record 
Customer No. 20.995 
(949) 760-0404 
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Attorney Docket No.: MASIMO.7CP1C10 
First Named Inventor: M hamed K. Diab 
Title: SIGNAL PROCESSING APPARATUS 
Express Mail Label No.: EV 309081265 US 


Direct all correspondence to Customer No.: Date: September so, 2003 
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Mail Stop Patent Application 

United States Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 22313-1450 



The following enclosures are transmitted herewith to be filed in the patent application of: 
Inventors: 

1 . Mohamad K. Diab 

2. Esmaiel Kiani-Azarbayjany 

3. Ibrahim M. Etfadel 

4. Rex J. McCarthy 

5. Walter M. Weber 

6. Robert A. Smith 

DOMESTIC PRIORITY INFORMATION: 

This application is a continuation Application No. 10/062.859, filed on January 30, 2002, 
which is a continuation of Application No. 09/195,791, filed November 17, 1998, which is a 
continuation of Application No. 08/859.837, filed May 16, 1997 (now U.S. Patent No. 6,157,850), 
which is a continuation of Application No. 08/320,154, filed October 7, 1994 (now U.S. Patent No. 
5,632,272), which is a continuation-in-part of Application No. 08/132,812, filed October 6, 1993 
(now U.S. Patent No. 5,490,505), and a continuation-in-part of Application No. 08/249,690, filed 
May 26, 1994 (now U.S. Patent No. 5,482,036). which is a continuation of Application No. 
07/666.060, filed March 7, 1 991 (now abandoned). 

The entire disclosure of the prior applications is considered a part of the disclosure of 
the accompanying application and is hereby incorporated by reference herein. 



KnoHK Martens Olson & Bear UP 



Intollectual Pmperty Law 



Fmteenlh Floor 
Irvine, CA 92614 
Tel949-7m404 
Faxm760-9502 
mvHr.fonob.com 



John M. Graver 
jgrover^mobxom 



MAIL STOP PATENT APPLICATION 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



CERTIFICATE OF MAILING BY "EXPRESS MAIL" 



Attorney Docket No. 

Applicants 

For 

Attorney 

"Express Mail" 
Mailing Label No. 

Date of Deposit 



MASIMO.7CP1C10 

Mohamed K. Diab, et al. 

SIGNAL PROCESSING APPARATUS 

John M. Grover 

EV 309081265 US 
September 30, 2003 



I hereby certify that the accompanying 

Transmittal Letter; Specification in 102 pages; 37 sheets of drawings; 
Declaration by Inventor in 3 pages from parent case; Information 
Disclosure Statement, PTO Form 1449 with 133 references none of which 
are being submitted; Check for Filing Fee; Return Prepaid Postcard 

are being deposited with the United States Postal Service "Express Mail Post Office to 
Addressee' service under 37 CFR 1.10 on the date indicated above and are addressed 
to the Commissioner for Patents, P.O. Box 1450, Alexandria, V/V22313-1450. 
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093003 



San Diego San Francisco Los Angeles Riverside San Luis Obispo 

619-235-8550 415-954-4114 310-551-3450 m-781-9231 805-547-5580 



Exhibit B 



Exhibit C 



'C<Q)PY 

pgjgg ^ Attorney's Docket No. MASIMO. 007CP1 

DECLARATION - USA PATENT APPLICATION 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as 
stated below next to my name; 

I believe I am an original, first and joint inventor of the 
subject matter which is claimed and for «hich a patent xs sought on 
the invention entitled SIGNAL PROCESSING APPARATUS; U.S. Serial No. 
08/320,154, filed October 7, 1994; 

I hereby state that I have reviewed and understand the 
contents o? \he above identified specification .ncludxng the 
claims, as amended by any amendment referred to above; 

I acknowledge the duty to disclose to the U.S. patent and- 
Trademark Office^ all information J^no"^,^^ J"?, 5°Jf J^l^SLl^ 
patentability as defined in Title 37, Code of Federal x.egnlatxons, 

§ 1.56; 



I hereby claim the benefit under Title 35 United States Code^ 

liS;aJk^ff?rctnTl tn^fo^i^a^ti^on^^orto^L^^^^ ^tr^T^ 
paSntSSirty as defined in Title 37, Code of FJ^^'te of the p??or 
§ 1.56, which became available between the filing f 
application and the national or PCT international filing date of 
this application: 

Prior U.S.A. Aop l ication (s) 

Serial No.: 08/132,812 Filing Date: 10/6/93 

Status : Pending 



I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on -^"^ 
belief are believed to be true; and further that these f^^ements 
were made with the knowledge that willful false s^L^^ements and the 
like so made are punishable by fine or imprisonment, or both, under 
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Attorney's Docket No. MAS»K5- 007CP1 



section 1001 of Title 18 of the "nited States Code that such ^ 

willful, false statements may jeopardize the validity ot the 
application or any patent issued thereon. 

Full name of first inventor: "^ ^^^^^^(J;^^^^^^"!^.^^^^ 

Inventor's signature _ ' 

Date JM_i:^.=-mi^ 

Residence: 30041 Teesier Apt #98, Laguna Niguel, CA 92 677 

Citizenship: Syria 

Post Office Address: same as aJbove 

Full name of second inventor: Eamaiel Kiani-Aiarbayjany 

inventor's signature '^_^^-''^^^] ^ 

Date //-gg-^l 

Residence: 35 Brindisi, Laguna Niguel, CA 92677 
Citizenship: Iran 

Post Office Address: same as above 

Full name of third inventor: Ibrahim M. Elfadel 

Inventor's signature 

Date ^o^' t^^y ' " 

Residence: 30041 Tessier Street, Apt. 218, Laguna Higuel, CA 92677 
Citizenship: Syria 

Post Office Address: same as above 

Full name of fourth inventor: Rex J. McCarthy 

inventor's signature fifr ^ 'Tlr.Ck.Z^ . 

Date 01. m7 

Residence: 22832 Buendia, Mission Viejo, CA 92691 

Citizenship: United States 

Post Office Address: same as above 
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Full name of fifth inventor: Walter M. Weber 

Inventor's signature /~J<:> JtP^ » "y*?. A/ f /h*.^ , 

Date A/r?yA ^3, /ff^ 

Residence: 7260 Hillside Avenue #108, Loa Angeles, CA 90046 

Citizenship: United States 

Post Office Address : same as above 

Full name and sixth inventor: Robert A. Smith 



Inventor's signature ^1 
Date \ /lk/cz^^ 
Residence: 415 West Monterey Road, Corona, CA 91720 
Citizenship: United States 
Post Office Address: same as above 



Send Correspondence To: 
KNOBBE, MARTENS, OLSON & BEAR 
620 Newport Center Drive 
Sixteenth Floor 
Newport Beach, CA 92660-8016 



Direct Telephone Calls To: 
Stephen C. Jensen 

(714) 760-0404 



SCJ-3Siasvai 
103194 
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ASSIGNMENT 



09^77 ^ , ^ We Mohamed Kheir Diab, a Syria citizen, residing at 30041 Tessier, Apt. #98, Laguna Niguel, CA 
92677; Esmaiel Kian.-Azarbayjany, an Iran citizen, residing at 35 Brindisi, Laguna Niguel, CA 92677; Ibrahim M 
nnJ n'.! 30041 Tessier Street, Apt. 218, Laguna Niguel. CA 92677; Rex John McCarthy, a 

United States citizen residing at 22832 Buendia, Mission Viejo. CA 92691; Walter Michael Weber, a United States 
"S"' Tiff S f ''''' "^'^ A. Smith, a UnitW States citSn 

SrS oo^^IcL^''"*'''^ ^'^20 have invented certain new and useful improvements Z a 

SIGNAL PROCESSrNG APPARATUS for which we have executed an application for Letters Patem inlt SnL 
States, Serial No. 08/320,154, filed October 7, 1994; 

ivr.r,t T^^^^'r Corporation, a California Corporation, with its principal place of business at 26052 

Merit Circle Suite 103, Laguna Hills, CA 92653. desires to acquire the entire right, title, and interest in and to the said 
improvements and the said Application; 

THEREFORE, in consideration of the sum of One Dollar ($1.00) each to us in hand paid, and other good 
and valuable consideration, the receipt of which is hereby acknowledged, we, the said inventors, do hereby acknowledge 
that we have sold, assigned, transfeired and set over, and by these presents do hereby sell, assign, transfer and set over 
trro„?h!.?l T l^g^I representatives and assigns, the entire right, title, and interes 

SLt.S r r ""' T 7r '"'^ improvements, and the said application and all divisions, renewals and 

IIT Tu thereof, and all Letters Patent of the United States which may be granted thereon and all reissues and 
ZTIZI^ u r^^f "I "^^'^ International Conventions and applications for Letters Patent which 

may hereafter be filed for said improvements in any country or countries foreign to the United States, and all Letters 
Patent which may be granted for said improvements in any country or countries foreign to the United States and all 
TtnT; ''"T "1;''^^'' ^'''^y ^^"^t the Commissioner of Patents of the 

United States, and any Official of any country or countries foreign to the United States, whose duty it is to issue patents 
on applications _as aforesaid, to issue all Letters Patent for said improvements to the said Masimo Corporation its 
successors, legal representatives and assigns, in accordance with the terms of this mstrument. 

AND WE HEREBY covenant and agree that we will communicate to the said Masimo Coiporation, its successors 
legal representatives and assigns, any facts known to us respecting said unprovements, and testify in any legal 
proceeding sign all lawful papers, execute all divisional, continuing and reissue applications, make all rightful oaths iid 
generally do everything possible to aid the said Masimo Coiporation, its successor, legal representatives and assigns 
to obtain and enforce proper patent protection for said improvements in all countries. 

IN TESTIMONY WHEREOF, I hereunto set my hand and seal ttiis 2^ day of N I9^i^ 



Mohamed K. Diab 



ss. 

COUNTY OF Qa.jxaa^ jj 

Oninp^^Mm^^for. me,(go|.^. t^TVj^^^'^pirSnally appeared Mohamed K. Diab personally 
taiown to me (or proved to me on the basis of satisfactory evidence) to be the person(s) whose name(s) is/are subscribed 
bv ^^'"^^f^'^ t° ™« that he executed the same in his authorized capacity(ies), and that 

histmmer °" instrument the person(s). or the entity upon behalf of which the person(s) acted, executed the 

[SEAL] 




OfROAL SEAL 
CAROLYN O. MARTINSON 
Notary PuMc-Callfomla 

ORANGE COUNTy 
My Convnteion Expies 
September 2. 1995 
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TESTIMONY WHEREOF, I hereunto set my hand and seal this ^ day of _aW^ 19^5 



STATE OF C/JL-^Mx^.^-^ _^ 

COUNTY OF 0^-^-^^ J 

SSI >, „"' a^-ovlrfsed « me tha h. «ec«ted the saim, to his authorized ^i^^ 

SlSttZST* orthe«,t,„^beM,„f„hiehthep.A)tS: 



executed the instrument. 

WIT NESS my hand and official se al. 

[SEAL] 




OWCtAL SEAL \ 
CAROLYN 0. MAOTNSON S / i /i /-^ ^ 

September 2. 1995 K 




^ TESTIMONY WHEREOF, I hereunto set my hand and seal this :23^day of ATp/g^W. 19^ 



Ibrahun M. Elfadel 



IS" 



STATE OF QjLh^^''^ _j 

ll ss. ^ 
COUNTY OF O/'-*''*"^ =!J 

known to^ ^or-nrLHT"^ ' ''t'l'"'' ^-^■^'^ personally appeared Ibrahim M Elfadel personally 

known to me (or proved to me on the basis ot satisfactory evidence) to be the person(s) whose namefs) is/are subscribed 
to the within instrument, and acknowledged to me that he executed the same in his authorized ca^i^S) a^TflS 
bstrlment '^'^ " "^"^^'^ ^'^^^^ the person(s 'acteTtxim^ 



WITNESS my hand and official seal. /If r\ 




My Convnitslon el^ires 
2. 1995 



CAROLYN D. MARTINSON | I ^^w^^ v_ ^^ ^ • ■ 



Serial No.: 08/320,154 
Filing Date: October 7, 1994 



PATENT 

Client Code: MASIMO.007CP1 
Page 3 



IN TESTIMONY WHEREOF, I hereunto set my hand and seal this ^ day of /Vovet>,Lr . 19^ 



Rex J. McC^^ f 
STATE OF (jSuj^^;>AjA.*^ _j 

- ss. 
COUNTY OF 0/<'«-«^-V^ ^ 

known^n Z^' ^ ^.^^V before me, / ^W^ . I>-^^^^/^ '>g^rsonally appeared Rex J. McCarthy personally 
known to me (or proved to me on the basis of satisfectory evidence) to be the person(s) whose name(s) is/are subscribed 
to the withm mstrument, and acknowledged to me that he executed the same in his authorized capacity(ies). and that 
by hj5^ignature(s) on the mstrument the person(s), or the entity upon behalf of which the pereon(s) acted, executed the 



[SEAL] 




CAROLYN 0. MARTINSON 
Notary PuWc-CallfornIa 

ORANGE COUNTV 
My Commlulon Expires 
September 2. 1995 




IN TESTIMONY WHEREOF, I hereunto set my hand and seal this ^j'dav of A/ova^)^y . 19^^. 



Walter M. Weber 



STATE OF I 



7 (^JLfj'^OAAyi^ 

COUNTY OF C>^^yy^'~Y~ 

n^-03. ni^before mc firoj^.Km.^^i^ ^ ^^er.n..U. appeared Walter I 
0 me (or proved to me on the basis of satisfactory evidence) to be the person(s) whose nam 

ithin instrument anri ar.Wnn«/lprIcroH f/-> mo tViot a„s«»<.~j <.i • 



knnwn?n ^ 7" ' ' ^ ' ^ ^^'^^^ ^^' ^^'^'^ -^-^^ A^^^'" ^ "personally appeared Walter M. Weber personally 
known to me (or proved to me on the basis ^f satisfactory evidence) to be the person(s) whose name(s) is/are subscribed 
to the withm instrument, and acknowledged to me that he executed the same m his authorized capacity(ies), and that 
by his signature(s) on the instrument the person(s), or the entity upon behalf of which the person(s) acted executed the 
instrument. 



WITNESS my hand and official seal. 



[SEALK 




OFROALSEAL 
CAROLYN 0. MARTINSON | 



eal""""| 

iHTINSONl 

■ " Expires K 



Sigfiature (\ V 



My CommMon Expfres 
Septembef 2. " " ' 
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Robert A. Smith 



IN TESTIMONY WHEREOF, I hereunto set my hand and seal this 2^ day of MvO^^y^ . 

COUNTY OF OmolM-^ I 

On ^yiov- i"^*^^ before me,( C!-<^/H ki 7>r?7^<i'-^'^ '^p'ffsonallv appeared Robert A. Smith personally known 
to me (or proved to me on the basis of satisfactory evidence) to be the person(s) whose name(s) is/are subscribed to the 
within instrument, and acknowledged to me that he executed the same in his authorized capacity(ies), and that by his 
signature(s) on the instrument the person(s), or the entity upon behalf of which the person(s) acted, executed the 
instrument. 

WITNESS my hand and official seal. 



i CAROLYN D.M( , 

My C 





Signature 
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\^^/ 

DATE: 01/05/95 
TO: 

N05A 

STEPHEN C. JENSEN 
KNOBBE, MARTENS, OLSON ET AL. 
SIXTEENTH FLOOR 
620 NEWPORT CENTER DRIVE 
NEWPORT BEACH, CA 92660 

UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



UNITED ST«« ES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRAKMARKS 
Washington, D.C. 20231 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT BRANCH OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE U.S. PATENT AND TEADEMAIIK OFFICE ON THE REEL AND FRAf-^E 
NUMBER REFERENCED BELOW. r^'U-n 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT ASSIGNMENT PROCESSING SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT BRANCH 
NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C 2 0231 



ASSIGNOR: 

DIAB, MOHAMED K. 

ASSIGNOR: 

KIANi-AZARBAYJANY, SSMAIEL 

ASSIGNOR: 

ELFADEL, IBRAHIM M. 

ASSIGNOR: 

MCCARTHY, REX J. 

ASSIGNOR: 

WEBER, WALTER M. 

ASSIGNOR: 

SMITH, ROBERT A. 

RECORDATION DATE: 12/01/94 NUMBER OF PAGES 005 

DIGEST : ASSIGNMENT OF ASSIGNORS INTEREST 

ASSIGNEE: 

MASIMO CORPORATION 

26052 MERIT CIRCLE, SUITE 103 

LAGUNA HILLS, CA 92653 



DOC DATE: 11/23/94 
DOC DATE: 11/23/94 
DOC DATE: 11/23/94 
11/23/94 



DOC DATE: 



DOC DATE: 11/23/94 
DOC DATE: 11/2 3/94 

REEL/FRAME 7229/0300 

;:. v. JAN'3T iw 



7229/0300 PAGE 0002 

SERIAL NUMBER 8-320154 FILING DATE 10/07/94 

PATENT NUMBER ISSUE DATE 00/00/00 



PARALEGAL 
ASSIGNMENT BRANCH 

ASSIGNMENT/ CERTIFICATION SERVICES DIVISION 
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Fec./hora recep. 08/26/2008 U:01 »H»i»Mo»> — 

08/26/2008 IB: 15 9492977093 MASIMO CORPORATIQN PAQE 82 



MAS1MO.7CP1C10 ' 
IN rm UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants : Mohamed K. Diab et a1. 

App.No, : 10/677,050 

Filed September 30. 2003 

For : SIGNAL PROCESSING APPARATUS 

Examiner: EricF. Winalcur 

Art Unit : 3768 

Conf.No. : 7712 _^ 



nONSENT OF A SSIKWEE UNDER 37 C.F.R. 8 M8faMS) 



Commissioner for Patents 

P.O.Box 1450 

Alexandria, VA 22313-1450 



Dear Sir; 

Tb« UDdeiBigned is an empowered representative of the Assignee. On behalf of the 
Assignee, Masimo Corporation, and in accordance with 37 C.F.R. § 1.48(a)(5), the undereigned 
hereby provides his consent to the Petition to Correct Inventorship Under 37 C.F.R. § 1.48 filed 




40 Psilcer 
Iivine. CA 92618 
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MASIMD CORPORATION 



PAGE 02/07 



DECLARATION FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFR 1.63 

Docket No.; MASIMO.7CP1C10 Page 1 of 2 

Title: SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K, Diab, Massi E. Kiani, Walter M. Weber 

Please Direct AU Correspondettce to Customer Number 20,995 



This Declaration is directed to the invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003. 
As a below named inventor; 

1 believe the inventor(s) named below to be tlie original and first inventor(s) of the 
subjea matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentabilKy as 
defined in 37 CFR 1.56; 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on inclination and belief are believed to be true; and flirther that these 
statements were made vnth the knowledge that willful false statements and the lUce so made are 
punishable by fine or imprisonment, or botibi, under Section 1001 of Title 18 of the United States 
Code and that such willful, Mse statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 



Citizenship; US.A» • 

Mailing Address: 309<l 1 Toflgi.or Apt. ' #90, Laguna J%uolj C A ^2677 

Residence Address: ^ -r* i rr 

(ifdifferent than above) <L STSLLAR- XSUto 



06/ 13/ 2088 11:58 9492977199 



MASIMO CORPORATION 



PAGE 03/07 



DECLARATION FOR UTILITY OR DESIGN APPLICATION 

UNDER 37 CFR 1.63 ^ 

Docket No.: MASIMOJCPICIO Page 2 of 2 

Title; SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K. Diab, Massi E. Kjani, Walter M. Weber 

Please Direct All Correspondence to Customer Kumber 20,995 



Full name of second inventor Massi E. Ki&n\ 

Signature; ^ 

Citizenship; Iran 

Mailing Address: 35 Brindisi, Laguna Ntguel, CA 92677 

Residence Address: 
(if difSferent than above) 



Full name of third inventor: Walter M. Weber 

Signature: . Date: 

Citizenship; United States 

Mailing Address: 7260 IBUside Avenue #108, Los Angeles, CA 90046 

Residence Address; 
(if different than above) 



Send Correspondence To: 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Customer No. 2035 



DECLARATION FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFR 1.63 

Docket No.: MASIMO.7CP1C10 Page 1 of 2 

Title: SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K. Diab, Massi E. Kiani, Walter M. Weber 

Please Direct All Correspondence to Customer Number 20,995 



This Declaration is directed to the invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003. 

As a below named inventor: 

I believe the inventor(s) named below to be the original and first inventor(s) of the 
subject matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentability as 

defined in 37 CFR 1.56; 

I hereby declare that all statements made herein of ray own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 

Signature: Date: 

Citizenship: Syria 

Mailing Address: 30041 Tessier Apt. #98, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 



DECLARA HON FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFR 1.63 

Docket No.; MASIMO.7CP1C10 Page 2 of 2 

Title; SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K. Diab, Massi E. Kiani, Walter M. Weber 

Please Direct. All Correspondence to Customer Number 20,995 



Full name o:!' second inventor: Massi E. Kiani 

Signature: Date: 

Citizenship: Iran 

Mailing Address: 3 5 Brindisi, .Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 



Full name of third inventor: Walter M. Weber 

Signature: /.-^Jylx^ >vn . J-^ Date: >4^^^ V 

Citizenship: United States 

Mailing Address: 7260 Hillside Avenue #108, Los Angeles, CA 90046 

Residence Address: 
(if different than above) 



Send Correspondence To: 

KNOBBE, MARTENS. OLSON & BEAR, LLP 

Customer No. 20,99S 



DECLARATION FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFRL63 



Docket No.: MASIMO.7CP1C10 Page 1 of 2 

Title: SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K. Diab, Massi E. Kiani, Walter M. Weber 

Please Direct All Correspondence to Customer Number 20,995 



This Declaration is directed to tiie invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003. 

As a below named inventor: 

I believe the inventor{s) named below to be the original and first inventor(s) of the 
subject matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentability as 
defined in 37CFR1.56; 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and fiirther that these 
istatements were made with the knowledge that willful false statements and the like so made are 
punishable by fme or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willfiil, felse statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 

Signature: Date: 

Citizenship: Syria 

Mailing Address: 30041 Tessier Apt. #98, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 



DECLARATION FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFRL63 

Docket No.: MASIMO.7CP1C10 Page 2 of 2 

Title: SIGNAL PROCESSING APPARATUS 

Inventors: Mohamed K. Diab, Massi E. Kiani, Walter M. Weber 

Please Direct All Correspondence to Customer Number 20,995 



Full name of second inventor: Massi EJKiani 

Signature: Date: 

Citizenship: Iran 

Mailing Address: 35 Brindisi, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 



Full name of third inventor: Walter M. Weber 

Signature: Date: 

Citizenship: United States 

Mailing Address: 7260 Hillside Avenue #108, Los Angeles, CA 90046 

Residence Address: 
(if different than above) 



Send Correspondence To: 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Customer No. 20,995 
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m THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants 



Mohamed K. Diab et al. 



Appl. No 



10/677,050 



Filed 



September 30, 2003 



For 



SIGNAL PROCESSING APPARATUS 



Examiner 



EricF. Winakur 



Art Unit 



3768 



Conf# 



7712 



STATEMENT OF REX J. MCCARTHY UNDER 37 C.F.R. S 1.48('aV2) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

I, Rex J. McCarthy, was mistakenly named as an inventor of the subject matter claimed in 
the above-referenced patent application. The inclusion of my name as an inventor was an error 
that occurred without any deceptive intent on my part. 

I declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and flie like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willftil, false statements may jeopardize the validity of the application or 
patent issuing thwefrom. 




Exhibit I 



Docket No.: MASIMO.7CP1C10 PATENT 
Please Direct All Correspondence to Customer Number 20,995 



m THE UNITED STATES PATENT AN» TRABEMARK OFFICE 



Applicants 



Mohamed K. Diab et al. 



Appl. No 



10/677,050 



For 



Filed 



September 30, 2003 

SIGNAL PROCESSING APPARATUS 



Examiner 



Eric F, Winakur 



Art Unit 



3768 



Conf# 



7712 



STATEMENT OF ROBERT A. SMITH UNDER 37 C.F.R ^ 1.48(ay2) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir; 

I, Robert A. Smith, was mistakenly named as an inventor of the subject matter claimed in 
the above-referenced patent application. The inclusion of my name as an inventor was an error 
tiiat occurred Awithout any deceptive intent on my part. 

I declare that all statements made herein of my own knowledge are true and that all 
statements made on mformation and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or 
patent issuing therefrom. 



Dated: ^ .^^^ 




Robert A. Smith 
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Jarom.Kesler 



From: 



Jarom.Kesler 



To: 



Cc: 



Sent: 



Friday, August 08, 2008 1 1 :23 AM 

'elfadel@us.ibm.com' 

John.Grover 



Subject: Inventorship on Masimo Patent 
Contacts: Elfadel, Ibrahim M. "Abe" 

Attachments: Masimo Continuation Claims.pdf; Statement of Ibrahim M. Elfedel Under 37 CFR 1_48.pdf 



I am a patent attorney that represents Masimo. We are currently prosecuting a number of continuation patent 
applications based on some of Masimo's early patent filings that list you as an inventor. One of these 
continuation cases deals with the concept of Cross-Correlation. It is our understanding that you may not be an 
inventor of this subject matter. 1 have attached the pending claim set for your review. Can you please review it 
and let me know if you believe that you are an inventor of this subject matter? If you are not an inventor, can you 
please sign and return the attached statement stating that you are not an inventor of this subject matter. 

We appreciate your help in this matter. If you have any questions, please do not hesitate to contact me. 

Best regards, 

Jarom Kesler 

Associate 

Knobbe : Martens 

2040 Main Street, 14th Floor 
Irvine, CA, 92614-3641 
949-721-2923 Direct 
949-760-9502 Fax 
Email: jarom.kesier@kmob.com 
Website: www.kmob.com 
Knobbe Martens Olson & Bear LLP 



Ibrahim, 



8/27/2008 



Exhibit K 



Jarom.Kesler 

From: Abe Elfadel [abeelfadel@yahoo.com] 
Sent: Monday, August 25, 2008 5:40 PM 
To: Jarom.Kesler 
Cc: John.Grover 
Subject: RE: inventorship 



Dear Mr. Kesler, 

Based on a close review of my Masimo lab notebooks, I have determined that I am a co-inventor of the 
correlation idea contained in Claim 1 of the Masimo continuation claims of Patent Application 
10/677,050. 

As a result, I am not able to sign the letter that your firm has drafted on my behalf. 
I hope that you will find this determination timely. 

I would be happy to share with you the technical basis of my determination as per my Masimo lab 
notebooks as soon as the updated version of my consulting agreement with your firm is finalized. 

Sincerely, 

Dr. Abe Elfadel 

27 Sassinoro Boulevard 

Cortlandt Manor, NY 1 0567 
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Jarom.Kesier 



From: Jarom.Kesier 

Sent: Tuesday, August 26, 2008 9:02 AM 

To: "Abe Elfadel" 

Cc: John.Grover 

Subject: RE: agreement 

Abe, 

I have reviewed your findings. I'm not sure if you are aware, but the notebook entries that you cite are dated four 
months after the filing date of the original disclosure. The disclosure at issue in the present application was filed 
on October 7, 1994 and the earliest date on your notebook is 2/1/95. As a result, I cannot agree with your 
findings, however, I would still like to discuss this matter with you so that we can come to a mutually agreeable 
conclusion. 

1 will look forward to your telephone call today. 

Best regards, 

Jarom Kesler 
Knobbe Martens 

949-721-2923 Direct 

Email: iarom.kesler@kmob.com 

Knobbe Martens Olson & Bear LLP 



8/27/2008 



Exhibit M 



Jarom.Kesler 

From: Abe Elfadel [abeelfadel@yahoo.com] 
Sent: Tuesday, August 26, 2008 3:26 PM 
To: Jarom.Kesler 
Cc: John.Grover 
Subject: RE: agreement 

Jarom, 

Do you have the option of withdrawing the current application and submitting a new one with the 
"correct" set inventors hsted on it? I would be interested in your perspective. 

Regards. 

-Abe 



— On Tue, 8/26/08, Jarom.Kesler <Jarom.Kesler@kmob.com> wrote: 

From: Jarom.Kesler <Jarom.KesIer@kmob.com> 
Subject: RE: agreement 
To: "Abe Elfadel" <abeelfadel@yahoo.com> 
Cc: "John.Grover" <jgrover@kmob.com> 
Date: Tuesday, August 26, 2008, 12:01 PM 

Abe, 

I have reviewed your findings. I'm not sure if you are aware, but the notebook entries that you cite are 
dated four months after the filing date of the original disclosure. The disclosure at issue in the present 
application was filed on October 7, 1994 and the earliest date on your notebook is 2/1/95. As a result, I 
cannot agree with your findings, however, I would still like to discuss this matter with you so that we can 
come to a mutually agreeable conclusion. 

I will look forward to your telephone call today. 

Best regards, 

Jarom Kesler 
Knobbe Martens 

949-721-2923 Direct 

Email: iarom.kesler@kmob.com 

Knobbe Martens Olson & Bear LLP 



8/27/2008 



Exhibit N 



Page 1 of 2 



Jarom.Kesier 

From: Abe Elfadel [abeelfadel@yahoo.com] 
Sent: Wednesday, August 27, 2008 7:44 AM 
To: Jarom.Kesier 
Cc: John.Grover 
Subject: Re: Statement 

Dear Jarom, 

I have not signed it yet. I worked late in the office yesterday taking care of business and had to run 
an urgent family errand in the late evening. 



REDACTED 



5) Finally, I think that the discussions we've had have generated enough information about inventorship 
on this particular filing for you to proceed in support of the Masimo priority claims without requiring 
my signature. 

Best regards. 

Abe 

— On Tue, 8/26/08, Jarom.Kesier <Jarom.Kesler@kmob.com> wrote: 

I From: Jarom-Kesler <Jarom-Kesler@kmob.com> 
Subject: Statement 



8/27/2008 



Page 2 of 2 



To: abeelfadel@yahoo.com 

Cc: "John.Grover" <jgrover@kmob.com> 

Date: Tuesday, August 26, 2008, 9:23 PM 

Abe, 

I certain don't want to pester you, but I want to make sure I haven't missed your email or fax witli your 
signed statement. Can you please let me know whether you have sent it? Also, if you have not, can you 
please do so as we are quickly running out of time to file it with the patent office. 

Best regards, 

Jarom Kesler 

Associate 

Knobbe i Martens 

2040 Main Street, 14th Floor 

Irvine, CA, 92614-3641 

949-721-2923 Direct 

949-760-9502 Fax 

Email: ia rom.keslercakmob.com 

Website: www .lc mob.com 

Knobbe Martens Olson & Bear LLP 

MAIL.KM0B.COM made the following amiotations 



PRIVILEGED AND CONFIDENTIAL COMMUNICATION 

This electronic transmission, and any documents attached 
hereto, may contain confidential and/or legally privileged 
information. The information is intended only for use by 
the recipient named above. If you have received this 
electronic message in error, please notify the sender and 
delete the electronic message. Any disclosure, copying, 
distribution, or use of the contents of information 
received in error is strictly prohibited. 



8/27/2008 



